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This is in response to the appeal brief filed 4/21/2008. 

(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief, 
appealing from the Office action mailed 4/9/2007. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 
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(8) Evidence Relied Upon 

No evidence is relied upon by the examiner in the rejection of the claims under 
appeal. 

5871398 Schneieret al. 2-1999 

6,857,959 Nguyen 2-2005 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 40, 69, 70,73, 74 are rejected under 35 U.S.C. 1 12, .first paragraph, as 
failing to comply with the written description requirement. The claims contain subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. 

The amendment to these claims states "receiving from the player an indication, 
after receiving the total payout amount information...". The specification teaches in 
many places that embodiments have been conceived of that allow the device to receive 
a player selection of an item before the total payout amount is received (see page 3 
lines 20-23, 30-33, page 4 lines 3-7, 8-11,1 6-20, 21-24, page 5 lines 4-7, 8-1 2, page 8 
lines 18-26, page 10 lines 24-32 in reference to Figure 1). The example provided on 
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page 13 of the specification shows an example of a player device receiving a total game 
outcome amount unbeknownst to the player prior to the player's indication of a preferred 
item. Total payout amount as defined in the specification on page 8 lines 4-5 is defined 
as "The total money a player wins with respect to a total number of events". The claims 
have been examined using this definition of "total payout amount". The total payout 
amount is necessarily not received until at least after the player has made a selection 
because the player must make a selection of a preferred item before a decision of a win 
or a loss is made by the machine. For example, a player buys 5 tickets with determined 
outcomes $0, $2, $6, $0 and $0. The player selects a book worth $10. After the 
selection is made, the machine or merchant will decide whether $10 [sic $8] is sufficient 
for the purchase of a book. It may or may not be. If it is, the total payout amount is the 
$10 book. If it is not, the total payout amount is $0 or $8 depending on the embodiment. 
It is therefore impossible to determine a total payout amount before a player makes a 
selection of a preferred item according to the disclosure because the total payout 
amount (or value of the win) is unknown until the player makes a selection. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 40-74 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schneier et al. (5,871 ,398) in view of Nguyen (6,857,959). 

Referring to claims 40, 69, 70, 73, and 74, Schneier et al. teaches a gaming 
system and method (or medium storing instructions adapted to be executed by a 
processor to perform the method) comprising: a processor; and a storage device in 
communication with said processor and storing instructions (15:54-16:4) adapted to be 
executed by said processor to receive from a device information regarding a total 
payout amount of electronic scratch-off lottery tickets stored on the device, wherein the 
total payout amount has not been disclosed to the player (5:55-6:20; 1 1 :23-32; 16:35- 
40). Schneier et al. does not explicitly teach receiving from a player an indication of an 
item that the player is interested in wining; determine a value of the item; and arrange 
for the player to receive the item based on whether the total payout amount is within a 
defined range of the value of the item. 

Nguyen, However, discloses a gaming machine having a memory storing a list of 
one or more prizes, a prize display for viewing prize Information, a prize selection 
mechanism that allows a user playing a game on the gaming machine to indicate of an 
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item that the player is interested in winning (1 :5-1 0; 3:29-35); determine a value of the 
item (4:35-47); and arrange for the player to receive the item based on whether the total 
payout amount is within a defined range of the value of the item (12:20-33, Fig. 7). 
Nguyen further suggests the gaming machine may be utilized for a lottery game (3:37). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine the lottery system of Schneier et al. with the prize 
selection gaming system of Nguyen to increase revenues and player interest by 
providing players with a gaming system that allows the player to select the prizes that 
may be won where the odds of winning the prize are a function of the prize selected. 
Further with respect to the amendment to claims 40, 69, 70, 73, 74, Nguyen teaches 
that total payout amounts (prizes) are provided to the player before a player can select 
a preferred prize based on the outcome of the game (See column 6 lines 60- 64). The 
total payout amount has not been disclosed to the player because the player has not yet 
selected the total payout amount (a prize). Please also see the above rejection of these 
claims under 35 U.S.C. 1 12 for the interpretation of the amended element "after 
receiving the total payout amount information and wherein the total payout amount has 
not been disclosed to the player". 

Referring to claim 41 Nguyen teaches the item comprises a product (e.g., 
merchandise)(4:23-25). 

Referring to claims 42 and 72 Nguyen teaches receiving from a player device 
(3:46-50). 
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Referring to claim 43 Nguyen teaches receiving from a device is performed via a 
gaming device (3:46-50). 

Referring to claims 44 and 45 Nguyen teaches the indication includes an item 
identifier (e.g., prize information)(3:46-50) or player-selected item price (e.g., player 
selecting shopping sprees or cash)(3:65-66). 

Referring to claim 46 Nguyen teaches the information regarding a total payout 
amount includes a probability of the player receiving the item (e.g., odd of winning 
prize)(8:61-9:12). 

Referring to claims 47-49, Schneier et al. teaches the information regarding a 
total payout amount includes a player identifier (4:47-5:18), a game event identifier 
(4:47- 5:18), and a pre-stored outcome (6:8-15). 

Referring to claim 50 Nguyen teaches displaying a list of available items to the 
player and wherein receiving the indication of the item includes receiving a selection 
from the list of available items (3:46-51 ; 4:8-47). 

Referring to claim 51, wherein in response to the received indication, offering to 
provide a substitute item to the player, and wherein arranging includes arranging for the 
player to receive the substitute item based on whether the total payout amount is within 
a defined range of the value of the substitute item, it is notoriously well known to provide 
a substitute product or item to a person when the requested item is not available or out 
of stock and/or the substitute item is similar but cheaper in price. 

Referring to claim 52 wherein receiving the indication of the item includes 
receiving an indication that the player is interested in purchasing the item, this limitation 
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is notoriously well known in gaming redemption which exchanges winning 
credit/outcome for the item or purchasing the item using game credits. 

Referring to claim 53 Nguyen teaches charging the player a fee to play the 
electronic lottery game to win the indicated item (8:14-60). 

Referring to claim 54, Schneier et al. further teaches the electronic scratch-off 
lottery tickets are associated with a lottery provider (5:56-6:20). Schneier et al. does not 
explicitly teach arranging for the player to receive the item includes arranging for the 
player to receive the item from a retail store where the item is offered for sale. Nguyen, 
however, teaches arranging for the player to receive the item includes arranging for the 
player to receive the item from a retail store where the item is offered for sale (14:63- 
66). 

It would have been obvious to combine Nguyen's teaching of utilizing retail stores 
as a prize supplier to the lottery system of Schneier et al. simplify the prize fulfillment 
process at the lottery center and provide faster delivery of the product to the winners. 

Referring to claim 56, wherein the indication of the item comprises an item cost, 
this limitation is inherent from Nguyen's teaching of the prize includes cash, i.e., $1000 
(Fig.2). 

Referring to claim 57, Nguyen teaches arranging for the player to receive the 
item is further based on information associated with the player (e.g., winning 
status)(12:17-19). 

Referring to claim 58, Nguyen teaches transmitting a transaction request, 
including the total payout amount, to a merchant device (e.g., fulfillment center); and 
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receiving a transaction response from the merchant device, wherein arranging for the 
player to receive the item is further based on the transaction response (14:55-15:2). 

Referring to claim 59, wherein arranging for the player to receive the item further 
comprises converting the total payout amount to an alternate currency associated with a 
merchant, it is notoriously obvious to exchange or redeem wining lottery ticket at a 
retailer wherein the winning ticket's value is converted to equivalent cash or currency at 
the store, e.g., a person bought a scratch-off lottery ticket at a store and won $10, he 
then cashed out the ticket at the store for $10. 

Referring to claim 55 wherein a seller arranges for the item to be provided to the 
player in exchange for payment of an amount based on a difference between the total 
payout amount and the value of the item, it is obvious to a person of ordinary skill in the 
art to exchange or redeem wining lottery ticket at a retailer wherein the winning ticket's 
value is converted to equivalent cash or currency at the store and buying an item, e.g., 
a person bought a scratch-off lottery ticket at a store and won $10, he then cashed out 
the ticket at the store for $10, he further bought a $12 hat, the person would pay $2 
more. 

Referring to claim 67, wherein the method further comprising: determining an 
excess payout amount; and arranging for the excess payout amount to be provided to at 
the player, similar to the obviousness pointed to claims 55 and 59 above, this limitation 
is obvious to a person of ordinary skill in the art to exchange or redeem wining lottery 
ticket at a retailer wherein the winning ticket's value is converted to equivalent cash or 
currency at the store and buying an item, e.g., a person bought a scratch-off lottery 
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ticket at a store and won $10, he then cashed out the ticket at the store for $10, he 
further bought a $2 candy bar, the store clerk would give the person $8 in change. 

Referring to claim 60, Nguyen teaches arranging for the player to receive the 
item further comprises: based on the indication of the item, adjusting information 
associated with a game event in accordance with a conversion table, e.g., the game 
machine selects the appropriate pay table for the prize or prizes selected (12:1-19). 

Referring to claims 61 .and 62, Nguyen teaches arranging for the player to 
receive the item comprises transmitting information enabling the item to be delivered to 
the player; and transmitting information enabling the player to take possession of the 
item (14:55- 15:2). 

Referring to claim 63, Schneier et al. teaches the information regarding the total 
payout amount and/or an outcome associated with a game event are not displayed to 
the player (5:55-6:20; 1 1 :23-32; 16:35-40). 

Referring to claims 64 and 65, Nguyen teaches determining an event wager 
amount; and displaying to the player a required wager amount (8:14-26). 

Referring to claim 66, Nguyen teaches the item is provided to the player by a 
merchant (e.g., vendor)(14:61-66). 

Regarding the limitation of arranging for the merchant to receive payment in 
exchange for providing the item to the player, this is inherent from Nguyen's teaching of 
the prize fulfillment center orders the computer from a vendor and have it shipped to the 
player (14:61-66). 
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Referring to claim 68, Nguyen teaches information associated with the item is 
incorporated into play of a game associated with the total payout amount (8:14-26). 

Referring to claim 71 , Schneier et al. teaches the storage device further stores a 
player outcome database and/or a provider outcome database (7:2-26). 

Referring to claim 72, Schneier et al. teaches a communication device coupled to 
the processor and adapted to communicate with a seller device (1 1 :57-12:7, and Fig. 4). 

(10) Response to Argument 

The response to arguments for the 1 12 issues has been addressed as part of 
explaining Examiner's reasoning previously. 

Applicants also argue that Nguyen does not cure the deficiencies of Schneier. 
The Examiner respectfully disagrees. The Applicants essentially argue specifically that 
Nguyen teaches the prize selection process before game play and this teaches away 
from the instant invention. While it is true that a player may select a prize before a game 
in some embodiments disclosed by Nguyen, Nguyen has also disclosed that the prize 
selection can be made after the outcome of the game (see column 6 lines 60-64 for 
example). Since the instant invention defines the term "total payout amount" as 
essentially a winning outcome (see rejection of claims 40, 69, 70, 73, 74 under 35 
U.S.C. 112 above) and Ngyuen teaches the prize selection may be made after a win 
(also a feature well known in the art), the amendment to claims 40, 69, 70, 73, and 74 
are deemed to not patentably distinguish the instant application from Nguyen. The 
Applicants have also argued that the combination of Schneier and Nguyen is improper 
because there is no suggestion or motivation to combine the references. The Examiner 
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respectfully disagrees. As per suggestion to combine, the Applicant has asserted one 
skilled in the art would not consider Nguyen to solve the problem addressed by Nguyen. 
This may or may not be true but is not essential to the combination. The combination of 
Schneier and Nguyen is an offline lottery using tickets to essentially win prizes of the 
player's choosing. This is a slight modification on well known scratch off lottery tickets in 
that scratch off lottery tickets generally do not have a player selectable reward after the 
ticket is purchased. Nguyen suggests his invention may be applied to a lottery game as 
pointed out by the Applicants. This provides motivation to combine with any lottery 
system including an offline lottery system as disclosed by Schneier to increase 
revenues and player interest by providing players with a gaming system that allows the 
player to select the prizes that may be won where the odds of winning the prize are a 
function of the prize selected. The Applicants have also argued that the combination of 
Schneier and Nguyen is not the instant invention. This may or not be true. The 
combination is however deemed to read on the references as described herein based 
upon the instant specification, and claims as presently constituted and is therefore 
rejected in this Office Action. The amendment as described above under the rejections 
of the claims under 35 U.S.C. 112 and 35 U.S.C. 103(a) has not patentably 
distinguished the instant invention. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul A. D'Agostino whose telephone number is 571- 
270-1992. The examiner can normally be reached on M-F: 8AM - 6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Pezzuto can be reached on 571-272-6996. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Respectfully submitted, 
/Paul A. D'Agostino/ 
Examiner, Art Unit 3714 

Conferees: 

/John M Hotaling II/ 

Primary Examiner, Art Unit 3714 

/Robert Pezzuto/ 
SPE, Art Unit 3714 



